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REQUEST FOR RECONSIDERATION

ARGUMENT(S)

In response to the substantive refusal(s), please note the following:

I.          INTRODUCTION

Examiner has issued a final office action on November 19, 2013 with regards to the cited registration for

SOUTH BEACH FOOD AND WINE FESTIVAL. For the reasons stated below, applicant respectfully

disagrees and restates that Applicant's mark is not likely to be confused with the cited registration. 

 II.        COMMERCIAL IMPRESSION OF A NEIGHBORHOOD IN THE CITY OF MIAMI

BEACH, FLORIDA

 The Examiner has stated that both marks have the overall commercial impression of a neighborhood in

the city of Miami Beach, Florida, United States and has attached excerpts from Wikipedia in the prior

office action. We disagree. The cited registration is associated with a nationally known event, widely

publicized and that takes place in South Beach, Florida, and no other place. The Examiner is assuming

that Applicant’s mark is associated with South Beach, Florida without taking into consideration that

there are other SOUTH BEACHES in the United States and in the world. SOUTH BEACH could be

associated with any beach that is located geographically in the south of any region.  Below are several

links of places that carry SOUTH BEACH that are not in Miami Beach Florida, which are also attached

for your ease of reference.



http://www.oregonstateparks.org/index.cfm?do=parkPage.dsp_parkPage&parkId=149

http://www.southbeachyc.org/content.aspx?page_id=22&club_id=739623&module_id=62256

http://www.southbeachvb.com/

  The examiner had previously objected to the instant mark because of the mark’s primarily

geographically descriptiveness which was obviated by Applicant’s substantial exclusive and continuous

use in commerce. It is therefore clear at this point that SOUTH BEACH is a geographic region that does

not necessarily need to be associated with a specific SOUTH BEACH and therefore its use should not

be exclusive to anyone. “SOUTH BEACH” in SOUTH BEACH FOOD AND WINE FESTIVAL is

geographically descriptive of the services this trademark is registered for and even with a claim of

distinctiveness should not be allowed to exclusive use of this wording pursuant to Trademark Act

Section 2(e)(2), 15 U.S.C. §1052(e)(2); and  TMEP §§1210, 1210.01(a). 
II.        EVIDENCE OF DILUTED TERM SOUTH BEACH DOES NOT ESTABLISH THAT
THE CITED REGISTERED MARKS ARE IN ACTUAL USE    

             Applicant agrees that evidence of weakness or dilution consisting solely of third-party

registrations, such as those submitted by applicant in this case, is generally entitled to little weight in

determining the strength of a mark, when such registrations do not establish that the registered marks

identified therein are in actual use in the marketplace or that consumers are accustomed to seeing them. 

However, some of the registrations applicant has cited as evidence are actually used in the marketplace.

For example, CLEVELANDER SOUTH BEACH shirts are sold on ebay as shown attached.  Applicant

also hereby submits evidence that SOUTH BEACH like LAGUNA BEACH are commonly used names

that should not be allowed to exclusive use by one single person or entity. LAGUNA BEACH FILM

FESTIVAL, Reg. 2499862 in class 25 (currently cancelled for failure to file a Section 8 Declaration)

coexisted with LAGUNA BEACH JEAN CO., Reg. 3995320 also in class 25. Both of these

registrations shared the main component LAGUNA BEACH and had a disclaimer for “JEAN CO.” and

“FILM FESTIVAL”, therefore remaining just with LAGUNA BEACH as the dominant portion of the

mark, and these coexisted for years.

 III. CITED REGISTRATIONS ARE UNRESTRICTED AS TO CHANNELS OF TRADE

Recently, the Board reversed a refusal to register the mark BENTLEY for perfume, cosmetics, and

glassware "sold only in authorized vehicle dealers and authorized vehicle service outlets," finding the

mark not likely to cause confusion with the marks BENTLEY, BENTLEY UNIVERSITY, and



BENTLEY ORGANIC for similar or identical goods. Applicant Bentley Motors successfully argued

that, because its goods are sold only through the "very tightly-knit" Bentley circle of dealers and service

outlets, to a "niche, affluent clientele," confusion is unlikely. In re Bentley Motors Ltd., Serial No.

85325994 (December 3, 2013). In the present case, The Examining Attorney argued that, since the cited

registrations are unrestricted as to channels of trade, the goods are presumed to travel in all normal

channels of trade.  However, The Examiner has failed to show any evidence that the ordinary channels

of trade for registrant’s goods include private sector stores.

Applicant’s goods are sold only in limited retail settings.   The record does not support the proposition

that the goods identified in the cited registrations normally move in the same limited retail settings as

registrant’s goods.   The burden is on the Office to show that the ordinary trade channels for registrants’

goods overlap with applicant’s very limited trade channel.

IV. CONCLUSION

Applicant submits that his mark is not likely to cause confusion with the cited registration by Examiner. 

Applicant respectfully submits that, when viewing Applicant’s Mark as a whole, the mark cannot be

held to be likely to be confused with the cited registration after a close review of Applicant’s goods,

channels of distribution and mark image. Applicant has also included herewith a proposed amendment

to the current description of goods of services, restricting the description so as to alleviate the

examiner’s concerns.   Applicant believes that Applicant has fully responded to all points raised by the

Examining Attorney in the November 19, 2013 Office Action, and that the application is now in

condition for publication. Applicant respectfully requests favorable action be taken.
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DESCRIPTION OF
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GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL
CLASS 025

DESCRIPTION Swimsuits; Swimwear

FILING BASIS Section 1(a)

        FIRST USE
ANYWHERE DATE At least as early as 05/11/1994

        FIRST USE IN
COMMERCE DATE At least as early as 05/11/1994

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL
CLASS 025

TRACKED TEXT DESCRIPTION

Swimsuits; Swimwear; Swimwear excluding T-shirts, polo shirts, tank tops, hats, visors, aprons

FINAL DESCRIPTION

Swimsuits; Swimwear excluding T-shirts, polo shirts, tank tops, hats, visors, aprons

FILING BASIS Section 1(a)

       FIRST USE
ANYWHERE DATE At least as early as 05/11/1994

       FIRST USE IN
COMMERCE DATE At least as early as 05/11/1994
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To the Commissioner for Trademarks:

Application serial no. 85892299 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REQUEST FOR RECONSIDERATION

ARGUMENT(S)

In response to the substantive refusal(s), please note the following:

I.          INTRODUCTION

Examiner has issued a final office action on November 19, 2013 with regards to the cited registration for

SOUTH BEACH FOOD AND WINE FESTIVAL. For the reasons stated below, applicant respectfully

disagrees and restates that Applicant's mark is not likely to be confused with the cited registration. 

 II.        COMMERCIAL IMPRESSION OF A NEIGHBORHOOD IN THE CITY OF MIAMI

BEACH, FLORIDA

 The Examiner has stated that both marks have the overall commercial impression of a neighborhood in



the city of Miami Beach, Florida, United States and has attached excerpts from Wikipedia in the prior

office action. We disagree. The cited registration is associated with a nationally known event, widely

publicized and that takes place in South Beach, Florida, and no other place. The Examiner is assuming that

Applicant’s mark is associated with South Beach, Florida without taking into consideration that there are

other SOUTH BEACHES in the United States and in the world. SOUTH BEACH could be associated

with any beach that is located geographically in the south of any region.  Below are several links of places

that carry SOUTH BEACH that are not in Miami Beach Florida, which are also attached for your ease of

reference.

http://www.oregonstateparks.org/index.cfm?do=parkPage.dsp_parkPage&parkId=149

http://www.southbeachyc.org/content.aspx?page_id=22&club_id=739623&module_id=62256

http://www.southbeachvb.com/

  The examiner had previously objected to the instant mark because of the mark’s primarily

geographically descriptiveness which was obviated by Applicant’s substantial exclusive and continuous

use in commerce. It is therefore clear at this point that SOUTH BEACH is a geographic region that does

not necessarily need to be associated with a specific SOUTH BEACH and therefore its use should not be

exclusive to anyone. “SOUTH BEACH” in SOUTH BEACH FOOD AND WINE FESTIVAL is

geographically descriptive of the services this trademark is registered for and even with a claim of

distinctiveness should not be allowed to exclusive use of this wording pursuant to Trademark Act Section

2(e)(2), 15 U.S.C. §1052(e)(2); and  TMEP §§1210, 1210.01(a). 
II.        EVIDENCE OF DILUTED TERM SOUTH BEACH DOES NOT ESTABLISH THAT THE
CITED REGISTERED MARKS ARE IN ACTUAL USE    

             Applicant agrees that evidence of weakness or dilution consisting solely of third-party

registrations, such as those submitted by applicant in this case, is generally entitled to little weight in

determining the strength of a mark, when such registrations do not establish that the registered marks

identified therein are in actual use in the marketplace or that consumers are accustomed to seeing them. 

However, some of the registrations applicant has cited as evidence are actually used in the marketplace.

For example, CLEVELANDER SOUTH BEACH shirts are sold on ebay as shown attached.  Applicant

also hereby submits evidence that SOUTH BEACH like LAGUNA BEACH are commonly used names

that should not be allowed to exclusive use by one single person or entity. LAGUNA BEACH FILM

FESTIVAL, Reg. 2499862 in class 25 (currently cancelled for failure to file a Section 8 Declaration)



coexisted with LAGUNA BEACH JEAN CO., Reg. 3995320 also in class 25. Both of these registrations

shared the main component LAGUNA BEACH and had a disclaimer for “JEAN CO.” and “FILM

FESTIVAL”, therefore remaining just with LAGUNA BEACH as the dominant portion of the mark, and

these coexisted for years.

 III. CITED REGISTRATIONS ARE UNRESTRICTED AS TO CHANNELS OF TRADE

Recently, the Board reversed a refusal to register the mark BENTLEY for perfume, cosmetics, and

glassware "sold only in authorized vehicle dealers and authorized vehicle service outlets," finding the

mark not likely to cause confusion with the marks BENTLEY, BENTLEY UNIVERSITY, and

BENTLEY ORGANIC for similar or identical goods. Applicant Bentley Motors successfully argued

that, because its goods are sold only through the "very tightly-knit" Bentley circle of dealers and service

outlets, to a "niche, affluent clientele," confusion is unlikely. In re Bentley Motors Ltd., Serial No.

85325994 (December 3, 2013). In the present case, The Examining Attorney argued that, since the cited

registrations are unrestricted as to channels of trade, the goods are presumed to travel in all normal

channels of trade.  However, The Examiner has failed to show any evidence that the ordinary channels of

trade for registrant’s goods include private sector stores.

Applicant’s goods are sold only in limited retail settings.   The record does not support the proposition that

the goods identified in the cited registrations normally move in the same limited retail settings as

registrant’s goods.   The burden is on the Office to show that the ordinary trade channels for registrants’

goods overlap with applicant’s very limited trade channel.

IV. CONCLUSION

Applicant submits that his mark is not likely to cause confusion with the cited registration by Examiner. 

Applicant respectfully submits that, when viewing Applicant’s Mark as a whole, the mark cannot be held

to be likely to be confused with the cited registration after a close review of Applicant’s goods, channels

of distribution and mark image. Applicant has also included herewith a proposed amendment to the

current description of goods of services, restricting the description so as to alleviate the examiner’s

concerns.  Applicant believes that Applicant has fully responded to all points raised by the Examining

Attorney in the November 19, 2013 Office Action, and that the application is now in condition for

publication. Applicant respectfully requests favorable action be taken.

EVIDENCE



Evidence in the nature of different websites as evidence. has been attached.
JPG file(s):
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_50128249120-121138649_._76008766.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_50128249120-121138649_._77680009.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 025 for Swimsuits; Swimwear
Original Filing Basis:
Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the
applicant's related company or licensee is using the mark in commerce, on or in connection with the
identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark was first used at least
as early as 05/11/1994 and first used in commerce at least as early as 05/11/1994, and is now in use in
such commerce.

Proposed:
Tracked Text Description: Swimsuits; Swimwear; Swimwear excluding T-shirts, polo shirts, tank tops,
hats, visors, aprons

Class 025 for Swimsuits; Swimwear excluding T-shirts, polo shirts, tank tops, hats, visors, aprons
Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the
applicant's related company or licensee is using the mark in commerce, on or in connection with the
identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark was first used at least
as early as 05/11/1994 and first used in commerce at least as early as 05/11/1994, and is now in use in
such commerce.
SIGNATURE(S)
Request for Reconsideration Signature
Signature: /see/     Date: 05/15/2014
Signatory's Name: Steven E. Eisenberg
Signatory's Position: Attorney of record, Florida bar member

Signatory's Phone Number: (786) 431-2328

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
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this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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